TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT S. MJUELLER and DAVID P. GODLEW

Appeal No. 97-2610
Appl i cation 08/ 236, 809!

ON BRI EF

Bef ore STAAB, McQUADE and NASE, Adm nistrative Patent Judges.

McQUADE, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

Robert S. Mueller et al. appeal fromthe final rejection

of clainms 1 through 10, all of the clains pending in the

Y Application for patent filed May 2, 1994.
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application.?

The invention relates to an isolator for attenuating and
danpeni ng vehicle driveline torsionals (i.e., pulses)
generated by accel erati ons/decel erations of the vehicle's
engi ne. A copy of the appealed clains (wth reference
nuner al s added) appears in the appendi x to the appellants’
brief (Paper No. 17).

The instant application is one of four rel ated
applications filed concurrently on May 2, 1994 by Eaton
Cor poration, the assignee of entire interest in each of the
applications. Three of the applications, Applications
08/ 236, 809, 08/ 236,835 and 08/ 236,838, are currently on appea
to this Board froma final rejection,? and the fourth,
Application 08/ 236,069, has nmatured into U S. Patent No.

5,577,963, issued on Novenber 26, 1996.

2 Cains 1, 3, 6 and 8 have been anended subsequent to
final rejection.

% Application 08/236,809 is the instant application,
Application 08/ 236,835 is the subject of Appeal No. 97-3085
and Application 08/236,838 is the subject of Appeal No. 97-
2221.
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The disclosures in the four applications are essentially

i dentical and pertain to a torsion isolator having, anong

ot her features, (1) a spring disposed in a liquid pressure
danpener and functioning as a piston, (2) a pivot stop
associated with the spring, (3) a counterbal ance associ at ed
with the spring, and (4) a control neans associated with the
spring for nonmentarily providing hydraulic slack or delay in

t he danpeni ng operati on.

The clains in the four applications are directed to an

i sol ator having one or nore of these features. As described
by the appellants, “[i]n brief, the gist[s] of the four
inventions in the 069, ‘809, ‘835 and ‘838 applications are
respectively the pivot stop D, the counterbal ance C, the
nonentary del ay of danpening or hydraulic [slack] provided by
the control nmeans E, and the spring A, or A, disposed in the
liquid pressure danpener B, and functioning as a piston”

(brief, page 20%).

4 The appell ants have used the letters A, B, C, Dand E in
the brief to sinplify reference to the various features of the
I sol at or.
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The clains in each of the applications on appeal stand
finally rejected under the judicially created doctrine of
doubl e patenting in view of the clains in each of the other
three related applications. Wth specific regard to the
i nstant appeal, the exami ner states the rejection as follows:

Clainms 1-10 are provisionally rejected under the
judicially created doctrine of double patenting over
clainms 1-8 of copending Application No. 08/236, 069,
over clains 1-15 [sic, clains 1, 2, 4-7, 9-13 and
15-21] of copendi ng Application No. 08/236, 835, and
over clainms 1-34 [sic, clains 1-6, 8-12, 14-20, 22-
27 and 29-34] of copendi ng Application No.

08/ 236,838. This is a provisional double patenting
rejection since the conflicting clains have not yet
been patented. ¥

The subject matter clained in the instant
application is fully disclosed in the referenced
copendi ng application[s] and woul d be covered by any
patent[s] granted on that copendi ng application
[sic, those copendi ng applications] since the
ref erenced copendi ng application[s] and the instant
application are claimng common subject natter, as
follows: generic torque transmtting resilient
nmeans, torque transmtting c-shaped spring, torque
transmtting c-shaped spring functioning as a

> “Provisional” rejections of the sort here involved are
aut hori zed by MPEP 8§ 804 and have been sanctioned by this
Board (see Ex parte Karol, 8 USPQd 1771 (Bd. Pat. App. & Int.
1988)) and by the predecessor of our reviewi ng court (see |In
re Wetterau, 356 F.2d 556, 148 USPQ 499 (CCPA 1966)). As
i ndi cat ed above, Application 08/ 236,069 has matured into U. S.
Patent No. 5,577,963. Thus, to the extent that the appeal ed
rejection is based on the clains in Application 08/236, 069,
the “provisional” designation no |onger applies.
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pi st on.

Furthernore, there is no apparent reason why
applicant[s] would be prevented from presenting
claims corresponding to those of the instant
application in the other copending application[s].

In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA

1968). See also MPEP § 804 [answer, Paper No. 18,

page 3].

Ref erence is nade to the appellants’ brief and to the
exam ner’s answer for the respective positions of the
appel l ants and the examner with regard to the nerits of this
rejection.?®

In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968),

cited by the exam ner in support of the appeal ed rejection,

stands for the principle that under certain circunstances a

doubl e patenting rejection other than one of the statutory
same-invention-type or judicially created obvi ousness-type my
be enpl oyed to prevent an unjustified tinew se extension of
the right to exclude granted by a patent no matter how the

extension is brought about (397 F.2d at 354, 158 USPQ at 214).

¢ The final rejection also included 35 U S.C. § 112,
second paragraph, and 35 U . S.C. § 103 rejections which have
since been withdrawn by the exam ner (see the advisory actions
dated March 8, 1996 and May 31, 1996, Paper Nos. 9 and 12).
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Accord In re Van O num 686 F.2d 937, 214 USPQ 761 ( CCPA

1982). The offending situation in Schneller involved a
pat ent and a subsequent continuing application filed
voluntarily instead of in response to a restriction
requi renent. The patent and the application contai ned conmon
di scl osures and clains which all could have been included in
the patent. The clains in the application, if allowed, would
afford patent protection on an invention fully disclosed in
and covered by the clains in the patent. Under these
ci rcunstances, the court found that the application clains, if
all owed without the filing of a term nal disclainmer, would
provide an unjustified tinmew se extension of the right to
excl ude granted by the patent. G ven the absence of a
termnal disclainmer, the court affirmed the doubl e patenting
rejection entered against the application clains.

As indicated above, Applications 08/ 236,809, 08/236, 835,
08/ 236, 838 and 08/ 236, 069 contain essentially identica
di scl osures. These applications are comonly assigned and
were voluntarily filed as separate applications even though
there is no apparent reason why the clains contained in each
coul d not have been included in a single application. Also,
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none of the applications includes a term nal disclainmner.
Thus, depending on the scope of the clains, the potentia
certainly exists for one or nore of the applications on
appeal, if allowed, to provide an unjustified tinmew se
extension of the right to exclude granted by a patent maturing
fromany of the other applications.

The appel lants’ brief (see pages 18 through 20) contains
a tabular summary of the scope of the respective sets of
clainms involved in the double patenting issue presented in
this appeal. This summary, and our own review, indicate that
the clains in the instant application, if allowed, would not
result in any tinmew se extension of the right to exclude
afforded by the clains in Applications 08/ 236,838, 08/ 236, 835
and 08/236,069 (Patent No. 5,577,963). The exam ner’s
determination to the contrary as set forth in the answer is
fundanmentally flawed in that it fails to take into account the
subject matter as a whole recited in these clains.

Accordi ngly, we shall not sustain the exam ner’s double

patenting rejection of clains 1 through 10.
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The deci sion of the examner is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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